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With the passage of the Leahy-Smith
America Invents Act (the “AIA”)1 in
September of 2011, America’s patenting
system is undergoing a significant makeover. While many people may already
know about the resulting change from a
“first-to-invent” to a “first-to-file” patent regime,2 there are other features of
the AIA that are worthy of discussion. A
prominent example: new pre- and postgrant review procedures introduced in the
Act provide several mechanisms by which
third parties may participate in the patent
examination process both before and after
a patent is granted.
This article discusses how a person
may submit relevant prior art to
the U.S. Patent
and
Trademark
Office
(“USPTO”) to contest a
pending application or oppose a
recently-granted
patent under the
AIA, and why
Jeffrey C. Parry
your clients may
want to be aware
of those procedures. The article also contrasts these
new procedures (and their accompanying
costs) with the less expansive procedures
they are replacing.
The prior third-party
review procedures
Under the prior system, a person
challenging a pending patent application didn’t have many options. A third
party was allowed to submit patents and
published references to the U.S. Patent
and Trademark Office (“USPTO”) that
the third party asserted were relevant to
patentability of a published patent application.3 However, the third party’s participation stopped there: no arguments or
explanation could be made regarding the
applicability of those references.4 Also,
the window of time that the third party
could make any submissions was quite
narrow: submissions could only be made
in the first two months after an application
had been published and prior to the mailing of a notice of allowance.5
In practice, many patent applications
are not published during pendency6 so in
some cases, the third party may not even
18

The Advocate • October 2012

In practice, many patent applications are not published
during pendency6 so in some cases, the third party may
not even become aware of a potentially adverse patent
until after it has been granted.

become aware of a potentially adverse patent until after it has been granted. Under
the law previously in effect, the mechanism by which a third party could dispute
a granted patent was by filing a request to
the USPTO for reexamination7. In an ex
parte reexamination request (which procedure is still available), the third party
requestor submits purported relevant prior
art to the USPTO but has no further involvement in the reexamination proceeding.8 Inter partes reexamination proceedings (which have been replaced by inter
partes review proceedings, described below) allowed the third-party requestor to
participate in the proceedings.9
One limitation from previous inter partes reexamination rules was that a thirdparty requestor could submit only patents
and printed publications — contrast this
limitation with what documents qualify
as relevant prior art during a patent’s initial examination: any patent, publication
or evidence of a sale, offer for sale, or
public use.10 An inter partes reexamination requestor was also limited to patent
validity questions of novelty or obviousness,11 compared to a patent application
undergoing its initial examination that
must satisfy all patentability standards,
including the subject matter claimed12 and
what are known as the “written description,” “enablement,” and “best mode” requirements.13 As a result, these references,
which would not be considered during the
USPTO reexamination process, instead
may become the subject of expensive and
drawn-out patent litigation.
The new third-party
review procedures
As mentioned, the new third-party
procedures brought into existence by the
AIA allow submissions for pending patent
applications14 and for granted patents.15
These new procedures were available as
of September 16, 2012 and “apply to any
patent issued before, on, or after that ef-

fective date.”16 The details involved in
these new procedures are described below.
Review of pending
patent applications
The statutes regarding pre-grant submissions by third parties (now codified
in 35 U.S.C. § 122) provide a mechanism
by which persons other than the patent
applicant can submit prior art in order
to oppose a pending patent application.17
Such submissions must be made: (a) before the USPTO mails a notice of allowance for that application and (b) within six
months of publication of the patent application (or by the date of the first rejection
of any claim if that first rejection occurs
more than six months after publication).18
In contrast to the old third-party submission rules, not only is the third party now
permitted to comment on the applicability of submitted references, but there is a
requirement that the third party provide
“a concise description of the asserted relevance of each submitted document.”19
Review of granted patents
New procedures to oppose granted
patents include inter partes reviews, postgrant reviews, and “citation of prior art
and written statements.”20
The new inter partes review procedures, which are now codified in 35
U.S.C. §§ 311–319,21 define a new type
of trial proceeding before the Patent Trial
and Appeal Board (“PTAB”) of the USPTO that allows the third party to contest a
patent under limited grounds. Inter partes
reviews limit third-party submission to
patents or printed publications (similar
to the old reexamination rules).22 Unlike
post-grant reviews, inter partes reviews
can only be filed after the passage of nine
months from the date of patent grant.23
Notably, inter partes review proceedings
are required by statute to be completed
within one year of commencement.24

The post-grant review laws, which
are codified in 35 U.S.C. §§ 321–329,25
allow any person to initiate a post-grant
review proceeding to oppose a recentlygranted patent. Similar to an inter partes
proceeding, a post-grant review proceeding is a USPTO administrative trial before
the PTAB. Unlike an inter partes review,
a post-grant review can be based on any
potentially invalidating grounds, not just
patents or printed publications.26 However, post-grant review petitions have a
short window of opportunity: they must
be submitted within nine months of the
date of the grant of the patent.27 Like inter partes proceedings, post-grant review
proceedings are also required to be completed with one year of commencement.28
The new procedure for citing prior art
and/or submitting written statements is
codified in 35 U.S.C. § 301.29 This procedure allows anyone to submit any patent or publication reference that has a
“bearing on the patentability of any claim
. . . .”30 Moreover, any person may submit statements made by the patent owner
that were “filed in a proceeding before
a Federal court or the Office in which
the patent owner took a position on
the scope of any claim of a particular
patent.” (Emphasis added.) 31 Thus, an
adversary to a patent owner in litigation
should be attentive to the patent owner’s
statements—any assertion that may allow a reinterpretation of the patent claims
could be submitted to the USPTO and
subsequently used to limit the scope of
the patent.
Cost comparisons
One downside of the new third-party
review procedures is their cost. When
the USPTO’s proposed rules come into
effect,32 the cost to file a petition for inter partes review will start at $27,200
and sharply rise based on the number of
claims in the patent.33 The cost to file a
post-grant review will start at $35,800 and
also rise sharply based on the number of
claims.34 Compare this to the prior procedures: under prior rules, an inter partes
reexamination proceeding cost $8,800 in
USPTO fees.35 Further increasing the parties’ costs, these large filing fees will most
likely be overshadowed by attorneys’ fees
incurred during those proceedings because the parties are permitted to conduct
(albeit limited) discovery.36
That said, the prior procedures gave
limited opportunity for third parties
to contest granted patents through any
means other than a lawsuit and practically
no means to contest pending applications.
Although expensive, the cost of these new
third-party review procedures will, in
most cases, be less costly to the parties in-

volved than a typical patent infringement
lawsuit.37 Even if a post-grant review
procedure does not prevent a subsequent
patent infringement lawsuit, it could preclude or at least reduce certain arguments
with respect to invalidity of that patent.
Conclusion
The America Invents Act is bringing
about significant changes to the U.S. patent system. Included in those changes are
several new or modified types of thirdparty review. Under the old third-party
review procedures, third parties were limited in what they could submit and when
they could submit it. New procedures
allow third parties to submit references
and comments for pending patent applications, which was not previously allowed.
New and expanded review procedures
provide increased opportunities to challenge granted patents, and now let third
parties submit more types of prior art references. It remains to be seen how many
parties will take advantage of these new
proceedings, but judicial efficiency could
be served by their utilization.
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